

September 19, 2003 



RECEIVED 



Application Control Number 09/91 1 ,949 
Applicant: Russo, Thomas Louis 
Art Unit: 1772 

Examiner: Patricia L. Nordmeyer 



Dear Ms. Nordmeyer, 

This letter is my understanding of your Advisory Action post marked July 1 , 2003. 
I will attempt to complete your Advisory Actions points, by pasting your direction followed 
by my understanding. 

Thank you in advance your help with my application. 
Sincerely, 




Thomas L. Russo 
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DETAILED ACTION 

CottdHuatioH of HI: Applicant has amended independent claims 1 and 4 by adding proposed, 
new limitations valve less** which require a new search and or further consideration. 



ENTRY NCr 

It should be kept in mind that applicant a 
rejected clainis, add new claims after a fh 
previously caiiceled claims. 

Except where ah amendment merely cahc 
removes issues for appeal, or in some oth< 
examiner, compliance with the reqmreme 
expected m all amendments after final reji 
1.113 to'the fina} rejection results m aban* 
to: 

(A) an amendment complying w 

(B) a Notice of Aj^eal (and app 
{€) a request for continued exat 

submission (i.e., an amendment that meet 
1.11 1) and the fce set fisith in 37 GFR 1 . 1 
M 1 4 does not apply to utility or plant pai 
1 995 and design appUcations. 



CoittiHuation of US: The applicat ion is n< 
Applicant's arguments are drawn to a proj 
Thus, the arguments are not commensurat 
applicant's arguments are drawn to the tin 
Therefore, the arguments are moot as the> 



Response: 

The use of the words valve less v^^as to help clarify my claims as you 
suggested in your office action of March 22 2003. The words valve less was 
an attempt to categorize the type of inflatable system used. Valve less 
inflatable verses valved inflat^le. For example current void fill pads used 
commercially today have no valves such as the inflatable air cushions 
mentioned in the "background of invention" section in my application as 
opposed to the valved air cushions also mentioned in the background of 
inventions. I was trying to clarify as you requested that this was one of the 
valve less types. The valve less category ah-eady exists in today's packing 
programs. Every thing fi-om bulb wrap to air cushion pillows. 

I would have hoped that after reviewing all of the parts of my 
application, summary of invention, brief description of drawings, detailed 
description of invention, and my abstract, that it would have been obvious that 
this is of the valve less inflatable type. There is no valve because the pad is 
inflated when it is produced; it only has an exit and entry portal tube that is cut 
open if you plan to reuse the air pad. That is why it did not appear in my 
original claims that you rejected, because it was not clear why my invention 
was different than Mr. Jaszai and Mr. Magid inventions. 

Removing the words valve less from my claims will not alter the 
effectiveness of my invention. Anyone producing this pad would certainly 
realize there are no valves to be installed. 



record. Applicant's arguments of record are not found persuasive because they rely on the non- 
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entered ameadments.. Applicant is referred back to the final rejection of record in Paper #5, 
mailed on March 19, 2003. 

Applicant is asked to read the following section (b) from tiie Manuel of Patent 
Examination Procedures regarding the 37 CFR 1.116 regulations when amending claims afta: 
final rejection. Applicant's aimendnient to the claims has not been entered and prosecution has 
been closed on the case after the final rejection filed on March 19, 2003. The aiiiendrarait to the 
claims changes the claimed structure of the invention, whidi would require anew search for 
prior art which reads upon the structure claimed in the new claims. 



§ 1416 Amendments after fina] action 

(a) An amendment after final action or s 
section. 

(b) After a final rejection or otho- final i 
parte reexaminatibh filed under § 1.510, oi 

1.949) in an inter partes reexamination file 

made canceling claims or oonr^lying with 
forth in a previous Office action. Aracndn: 
form for consideration on appeal may be a 
admit, any amendment after a final rejecti< 
prosecution, or any related proceedings wi 
orpfltentimder reexamination fi'om its coi 
the application fi^om abandonment under § 
termination. No amendment can be made i 
proceeding after the right of appeal notice 
in paragr^h (d) of this section, 

(c) If amendments touching the merits o 
reexaimination arc presented after final reji 
or when such amendment might not othcn 
upon a showing of good and sufficient tea 
not earlier presented 



Response: 

So basically what you are saying here is because you did 
not understand that fi'om the beginning that this is and always was 
an infallible pad system without valves. And now that I stated 
what was obvious to anyone who understands the art of producing 
and developing inflatable packing systems to clarify your request, 
my application requires a new search. 

It seems as though I am paying a penalty for you not 
understanding the invention. How do you explain that and where 
in yoiu* amendments, and appeals, and matter of right, etc., etc. is 
that reflected in your advisory or office action. 

If you had understood it fi'om the beginning you would 
have never suggested that it was the same as Mr. Jaszai and Mr. 
Magid. Now that you have done that you can not retreat, can you? 
Lets blame the applicant he is adding new information. Look you 
were wrong to suggest that my invention was the same as Mr. 
Jaszai and Mr. Magid, they were not even designed for the same 
purpose, but you tried to squeeze it into some configuration that 
suggest it was the same. Shame on you. . . admit these are not the 
same, and lets move on. Most applicant do not want to steal 
someone else's invention. If there is an invention that is the same 
as mine and it is prior to mine then that is great, commerce can 
use this type of product for all the reasons mentioned in the 
Background of invention section. I do not want to infiringe on 
someone else's invention. . . . How can you help me with this 
issue? 
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(d) No amendment can be made as a matter of rig^ in appealed cases. Afi^ 
decision on appeal^ amendments caii only be niade as provided in §§1.198 and 
1.981, or to carry into effect a recommendation mdtr § 1.196 or § 1.977. 

Regarding section (a) of 37 CFR 1.116, the aniehdmehts must comply with 37 CFR 
M 14. As explained in section (b), the amendments in must place the rejected clainra in better 
fbr consideration in order to be entered. The amendments indented in the rq)ly. fail to meet this 
criteria. Nor, do the antendments or the arguments show sufficient reasons as to why the 
amendments were neccMary and not preseaited earUer in the prosecution, section (c). Section (d) 
is not applicable at this present time. 



An examination of this application rev 
prosecution procedure as the arguments presei 
towards limitations which are contained m the 
are not clearly stated in the specification. Wh 



invention disclosed Applicant is advised to st 
agent to prosecute the application; since the vj 



Applicant is advised of the availabiUty 
iftegistered to Practice Before the U. S. Patent 
by the Superintendent of Documents, U.S. Go 
204O2. 



Response: 

You are right I don't understand the proper phrasing, 

and legal confusion necessary to get an application approved. I 

am just an everyday person with an idea. 

Your suggestion to retain a patent attorney, to help the 

PTO process my application is appreciated but not possible. 

The average patent could cost between $10,000 to 

$20,000, just to get it to this point. Even if it was only $5000, it 

still puts patenting ideas outside of the reach of most of our 

r 1 11 - c ij 11 r u-f4 J nation's citizens. For the sake ofPTO process we are making 

ofskill in this field usually acts as a liability u ^ ^ ^ . - , , r» . • i . • . 

^ patent protection available only for the nch and industry 

applicants. It seems unbelievable that I have to hire an attorney 
to intervene through the patent application process to work with 
a government agency that I already pay for either directly or 
indirectly. Does that seem right to you, when I wouldn't need 
prqjiaration and prosecution. The Office camw] ^ attorney at all, if the examiner's direction was to instruct me 

on how to get my application approved, rather than why it can't 
be approved, 

I know this issue is above your job scope, but you did 
the right thing by suggesting I get an attorney, to protect any 
repercussions that may occur between the PTO and a home 
inventor applicant. 



I need your help as my examiner, how do I need to arrange my 
words to meet your needs? 
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The specifjcation of the applicant should clearly state and include all of the limitatioiB 
and embodiments of die claimed invention in order for the patentability of the invention to be 
determined by the Examiner. It naaybe in the best interest of the i^plicant to file a continuation 
or continuation-in-part of the invention where the structure of the article is clearly disclosed and 
claimed, both in the article's initial use and in its reusable state. 



On 

Any inquiry concerning this commnnic 
examiner should be directed to Patricia L. Nor 
5480; The examiner can normally be reached 
Fridays. 

If attempts to reach the examiner by tel 
supervisor, Harold v. Pyon can be reached on 
organization where this appTicaticm or proceed 
communications and (703) 872-931 1 for After 

Any inquny of a general nature or relat 
should be directed to the receptionist whose tel 



Patricia L, Nordmeyer 

Examiner 

Art Unit 1772 



/pin 

June 26,2003 



Response: 

If you are speaking of the words valve less it is 
neither a limitation or a select embodiment. It is a commercial 
category of an inflatable item. My invention has no valves and 
is classified in that group. Anyone reading my application, 
even with a cursory knowledge of the art of inflatable packing 
materials would understand there is no valve. I stated valve 
less because you directly compared my invention to Mr. 
Jaszai and Mr. Magid, and the most obvious difference was 
that they are of the valved inflatable class and my was valve 
less, this was one of several differences, between my 
invention and theirs. The words valve less is not necessary 
because there is no mention of vales in the description of my 
invention, or any other sections of my application that 
presents my invention. 



Inquiry about this application is very difficult 
because of my job requirements, I am not available fi*om 
6:30AM to 6 or 7 PM Monday through Friday. If we can pre 
arrange a lunch time call I will try and have the necessary 
information at work so we can communicate by phone. 



I still believe this appUcation, and all its office actions and 
advisory actions and my responses should be reviewed by 
your internal committees that are charged with improving the 
PTO's interface with Home Inventors. This might help you in 
your position, and other applicants like myself 

I am sorry if my frustration is apparent in this 
response. 
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PTO/SB/92 (05^3) 
Approved Tew use Ihrough 04/30/2003. OMB 0561-0031 
Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 



oertiticate of marrrng under 37 oFk 1 .5 



I hereby certify that this correspondence is t>etng deposited with the United States Postal Service 
with sufficient postaae as first class mail in an envelope addressed to: 



RO. Box 1450 
Alexandria, VA 22313-1450 



on 




Uate 




"-'iOis.' lzsc" pspsr rnuoi nsvs sis Cvvn csniricsiB ot rnsiiinQ, cr iriis CBriiTfCais musi sGsrsuTy 
each submitted paper. 



This collection of Information Is required by 37 CFR 1 .8. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to 
process) an applTcation. ConfTdentTainy Fs governed by 35 Lf.S.C. 1 22 artd 37 CFR 1 . T4. This ooITectfon is estimated to lake 1.8 mrnuties lb compTete, tncfudtng 
gathering, preparing, and submitting the completed application form to the USPTO. Time wilt vary depending upon the individual case. Any comments on the 



r._i — i .• 



Trademaric Office, U.S. Department of Commerce. P.O. Box 1450. Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents. P;0. Box 1450, Alexandria. VA 22313-1450. 



if you i'ttfifd ass/Sid jfCfaF li'i CuiuiJiiitii'ig iiibf foinf, CcUi 1-oOG-rTO-9VJ9 6i'uij b6/90i' OfAiOu 2. 



